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Status 
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2a)£3 This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1.2,5,7-11,13-17 and 19-32 is/are pending in the application. 
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5) D Claim(s) is/are allowed.'" 
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Application Papers 
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DETAILED ACTION 

Claims 1-2, 5, 7-11, 13-17 and 19-32 are pending. 

Interview 

Applicant's request filed December 7, 2006 for interview was granted and such 
interview was conducted on December 13, 2006, a copy of the interview summary 
record is attached hereto. 

Response to Amendment 

The amendment, power of attorney, and extension of time filed December 14, 
2006, were received and entered. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

Claim Objections 

Claims 2, 5, 24-29 and 31-32 are objected to under 37 CFR 1 .75(c), as being of 
improper dependent form for failing to further limit the subject matter of a previous 
claim. Applicant is required to cancel the claim(s), or amend the claim(s) to place the 
claim(s) in proper dependent form, or rewrite the claim(s) in independent form. Since 
each of claims 1 , 9 and 23 as well as other base claims recite Markush closed language 
for which to define the conditions and risk factors, these dependent claims do not further 
limit the components of the Markush groups of the claims from which they depend 
because the term "comprises" opens up these claims to include other conditions and 
risk factors in the dependent claims. Thus, the term "comprises" as used in these 
objected claims is suggested to be changed to -is--. 
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Claims 13-14 are objected to under 37 CFR 1 .75 as being a substantial duplicate 
of claim 1 1 . When two claims in an application are duplicates or else are so close in 
content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). 

Claims 19-20 are objected to under 37 CFR 1 .75 as being a substantial duplicate 
of claim 17. When two claims in an application are duplicates or else are so close in 
content that they both cover the same thing, despite a slight difference in wording, it is 
proper after allowing one claim to object to the other as being a substantial duplicate of 
the allowed claim. See MPEP § 706.03(k). 

Claim Rejections -35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-2, 5, 7-8, 11, 13-14, 17, 19-20, and 26 are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 

Claims are rendered vague and indefinite because claim 1 does not clearly recite 
each component of the Markush Group. The component recited as "high concentration" 
is vague and indefinite as to what the component is per se. The metes and bounds of 
the claims can not be, therefore, determined. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2, 5, 7-11, 13-17 and 19-32 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over newly cited Sha et al (6280776) in view of previously cited 
Furhman et al. 

Claims are drawn to methods for lowering risk factors and conditions in a patient 
selected from amongst high blood pressure, high blood glucose, high blood 
triglycerides, high cholesterol, hypertension, etc. Further, the methods are carried out 
by administering a licorice extract which is water-insoluble and free from glycyrrhinzinic 
acid. 

Sha et al teach methods for lowering risk factors and conditions in a patient 
selected from amongst high blood pressure, high blood glucose, high blood 
triglycerides, high cholesterol, hypertension, etc, see abstract. Further, the methods are 
carried out by administering a licorice extract, note column 4, line 16. 

Furhman et al teach administering a licorice extract which is water-insoluble and 
free from glycyrrhinzinic acid. Note page 268, column 1, "Materials" lines 1-2. An . 
ethanol is used to extract the licorice, note page 270, column 2, only paragraph, lines 9- 
10. The licorice extract is disclosed to have a protective effect against LDL oxidation. 
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The claimed licorice extract and that disclosed by Furhman et al are identical and hence 
has been admitted by Applicants. 

The claims differ from Sha et al in that the licorice extract is not disclosed to be 
water insoluble and made from ethanol and hence the licorice extract is different, 
however, the conditions and risk factors treated as claimed are dsiclosed by Sha et al. 

It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to replace the licorice extract disclosed by Sha et al with 
that disclosed by Furhman et al because one of skill would have been motivated to 
minimize LDL oxidation in Sha et al to achieve enhanced expected results of lowering 
the risk factors and conditions of these problematic diseases associated with LDL 
oxidation. Each of the newly claimed features and limitations are disclosed by the cited 
prior art combination and in the absence of persuasive evidence to the contrary the 
claims are prima facie obvious. 

Response to Arguments 

Applicant's arguments filed December 14, 2006, have been fully considered but 
they are not persuasive. The argument that Furhman et al is silent regarding the newly 
claimed risk factors and conditions is noted, however, in light of the newly applied art 
reference, Sha et al, the argument is not persuasive. Note both references teach 
licorice extract provides successful results and hence to switch one for the other would 
have provided an expected successful result. 

Also Applicant admits that the licorice extract of Furhman et al is identical to their 
licorice extract and the results of lowering certain risk factors and treating conditions 
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would have been intrinsic because it is the same extract which is being administered to 
a patient. No other result would be expected to be obtained other than a successful 
one. 

As noted by Sha et al all of the conditions and risk factors are already known to 
be treated with licorice extract. In response to applicant's argument that the examiner's 
conclusion of obviousness is based upon improper hindsight reasoning, it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction 
based upon hindsight reasoning. But so long as it takes into account only knowledge 
which was within the level of ordinary skill at the time the claimed invention was made, 
and does not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). Therefore, in view of the newly applied art rejection the arguments are not 
persuasive. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 



Application/Control Number: 09/955,933 Page 7 

Art Unit: 1651 

shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

All claims fail to be patentably distinguishable over the state of the art discussed 
above and cited on the enclosed PTO-892 and/or PTO-1449. Therefore, the claims are 
properly rejected. 

The remaining references listed on the enclosed PTO-892 and/or PTO-1449 are 
cited to further show the state of the art. 
No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deborah K. Ware whose telephone number is 571-272- 
0924. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Wityshyn can be reached on 571-272-0926. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Deborah K. Ware 
March 3, 2007 



